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The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)E3 Responsive to communication(s) filed on 23 July 2007 . 
2a)D This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) IEl Claim(s) 1,2 and 8-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1,2 and 8-26 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1. D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This office action is in response to Applicant's request for continued examination filed on 
July 23, 2007. Currently, claims 1-2, 8-26 are pending. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1 and 15 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Examiner cannot find anywhere in the Specification which supports the input optical 
fiber mounted on said substrate. The amended Specification filed on March 26, 2004 discloses 
"an input optical fiber associated with the substrate" on page 2. And prior to the strikeout 
reference number, the fiber is shown to be (12) and the substrate is (10). Therefore, the amended 
limitation of the "an input optical fiber mounted on said substrate" is considered new matter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 8-18, 21-26 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Tabuchi (US 5,481,629 hereafter "Tabuchi"). 

Regarding claims 1 and 15, Tabuchi discloses a mounting arrangement comprising a 
substrate (1), referring to Fig. 2A, 2B, and 6, an input optical fiber (9) associated with said 
substrate an output optical waveguide ('2' 4 3' '4') in a given set of planar layers of said output 
waveguide wherein the output waveguide and the further optical waveguide are aligned along an 
input-to-output propagation path, thereby providing substantial alignment of said output optical 
waveguide and said further optical waveguide, said further optical waveguide is interposed 
between said input optical fiber and said optical component (ball lens 11, isolator 12, or ball lens 
10) and wherein said optical component is interposed between said further optical waveguide; 
Furthermore, Tabuchi teaches an input/output optical semiconductor device (8) further 
comprising a waveguide ('2' '3' '4'). Since the core and the claddings of the two segments of 
waveguides are referred to with the same numeric reference, for differentiating purposes the 
output waveguide will be referred to as (8) and the length of optical waveguide will be referred 
to as (14). The length of optical waveguide (14) on said substrate in the same planar layers of 
said output optical waveguide (8), the length of optical waveguide is interposed between the 
input optical fiber (9) and at least one optical component (10, 12, 1 1) so that at least one optical 
component is interposed between the length of optical waveguide and the output optical 
waveguide. Furthermore, the Abstract clearly teaches the mounting of the fiber on the substrate 
via the v-groove. 
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FIG. 31 




Claims 2 and 16 substrate (1) is a silicon optical bench support; wherein the output 
optical waveguide and the length of optical waveguide are aligned along an input-to-output 
propagation path. 

Regarding claim 8 wherein the end surfaces of the output waveguide and the length of 
optical waveguide are offset to a perpendicular to input-to-output propagation path and a 
propagation path of radiation through at least one optical component is at an angle with respect 
to the input-to-output propagation path. 
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FIG.2A 



offset 




Claims 9-11, and 21-23, referring to Fig. 3J and see col. 8, lines 20-22 wherein Tabuchi 
discloses the optical member (12) may form an optical isolator by applying a thin laminated 
layer upon the substrate of the rectangular optical member (12). The examiner would like to 
point out that an optical isolator is a one-way filter for a range of light frequencies. Regarding 
claim 22, this is a functional limitation within a device claim, thus the limitation retains no 
patentable weight. 

Claims 12-14, 17 and 24-26, in the referring figures, the round elements (10, 1 1) are ball 
or spherical lenses contained in a pyramidal hole (6a-6e and 7a-7e), fiber (9) is supported by a v- 
groove (5). The examiner respectfully point out that the assembly of two convex lenses facing 
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each other will naturally form the internal image and a ball lens is a composition of two 
congruent convex lenses. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tabuchi in view 
in view of Drake (US Patent 5,999,303 hereafter "Drake"). 

Tabuchi discloses all the limitations of claim 15, but does not disclose using optical fibers 
from the same fiber batch for the input and length of fiber on the substrate. 

Drake discloses using input and output fibers from the same manufacturing batch having 
very precise lengths for both lengths of input and output fibers (col. 16, line 3-6) for the purpose 
of maintaining the same fiber characteristics in an optical system. 

Since Tabuchi and Drake are both from the same field of endeavor; the purpose disclosed 
by Drake would have been recognized in the pertinent art of Tabuchi. 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to use optical fibers that were drawn from the same batch in 
implementing on one optical system. The motivation for using optical fibers drawn from the 
same batch is to maintain the closely similar characteristics of the optical fibers such as having 
substantially same core index, cladding index, and the same low level of impurities. 
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Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tabuchi in view 
Harpin et al. (US Patent 5,787,214 "Hatpin" hereinafter). 

Tabuchi discloses all the limitations of claim 15, but does not disclose the end surfaces of 
the input optical fiber comprise an anti-reflective coating. 

Harpin teaches applying a layer of silicon nitride to the end facet of the waveguide for the 
purpose of reducing backreflection (col. 4, lines 1-4). 

Since Tabuchi and Harpin are both from the same field of endeavor; the purpose 
disclosed by Harpin would have been recognized in the pertinent art of Tabuchi. 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to apply anti-reflective coating to the end facet of the waveguides that are 
coupled together. The motivation for applying an anti-reflective coating is to reduce 
backreflection as taught by Harpin. 

Response to Arguments 

Applicant's arguments filed July 23, 2007 have been fully considered but they are not 
persuasive. Applicant argues that Tabuchi discloses an optical fiber 9 that is positioned above, 
but not mounted on substrate 1. Examiner finds such argument to be spurious. Firstly, nowhere 
in the Specification shows the antecedent basis for the recitation "optical fiber mounted on the 
substrate" wherein Examiner finds the recitation that "the optical fiber associated with the 
substrate." Secondly, through visual inspection Examiner is at a loss as to how Applicant 
interprets the v-groove formed in the substrate, wherein the fibers are then placed in these 
grooves as shown in Figs 1, 5, and 6 anything other than mounted on the substrate. 
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In regards the arguments that "a further optical waveguide is disposed on the substrate in 
the same planar layers of the output optical waveguide" is not taught by Tabuchi, Examiner 
respectfully point out that this embodiment is also not taught by the drawings nor the 
Specification, either. Fig. 2 would show the most details with regard to this feature and as it 
seems, element 24 is formed in an indentation on the substrate 10 that is below the level of the 
waveguide 20 formed on a higher lever than waveguide 24. Without any other disclosure, 
Examiner considers the substrate 10 as one layer. Therefore, in further consideration, the 
"optical waveguide is disposed on the substrate in the same planar layers of the output optical 
waveguide" is also not fully disclosed. Furthermore, with all due respect Figure 2A clearly 
shows an input to output optical alignment, thus the arguments regarding the elements disclosed 
by Tabuchi are not on the same levels, Examiner suggests applicant to review the placement of 
the optical elements in Fig. 2, they are also not on the same level yet they are in optical input to 
output alignment. Examiner respectfully requests applicant not to continue prolonging 
prosecution, after two requests for continued examination (May 31, 2005 and July 23, 2007) with 
such spurious arguments and amend patentably distinguishable inventive subject matter. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erin D. Chiem whose telephone number is (571) 272-3 102. The 
examiner can normally be reached on Monday - Thursday 9AM - 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frank G. Font can be reached on (571) 272-2415. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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Supervisory Primary Examiner 
Technology Center 2800 



